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REMARKS 

PT.AIM REJECTIONS 

Claims 1-20 were rejected under 35 U-S.C. 103(a) as being unpatentable over 
Miklos in view of Bggcr et al. Tn response, Applicant respectfully travenies these 

rejections. 

There are many reasons which claim 1-20 arc not obvious based upon Miklos in 
view of Egger el al., and there arc many differences between each of the claims and the 
cited references. Applicant appreciiites the Examiner Interview of October 7, 2004 and 
acknowledges receipt of Ihc "Intei-view Summaiy" dates October 12, 2004, documenting 
the Examimer's agreement with Applicant's attorney that the pending claims are 
distinguishable over the prior art of record. Accordingly, Applicant respectfully requests 
that the rejections of claims 1-20 be withdrawn. 

TRAVERSAL OF CLAIM REJECTIONS 

Claims U20 Should be Allowed Because of No Bafiis for Combining References 
Appiicant submits that the claim rejections under 35 U.S.C. 103(a) as being 
unpatentable over Miklos in view of Egger et al. are inappropriate on the independent 
basis that there is no suggestion or motivation provided in Miklos and/or Egger et al. to 
make the combinations proposed by the Examiner. Obviousness is not established by 
combining the teachings of the prior art to produce the claimed invention absent some 
teaching or suggestion that the combination be made. In re Stencel. 828 F.2d 75 J, 4 
U.S.P.Q.2d '1071 (Fed. Cir. 1987); jnreGei^er. 815 F,2d 686, 2 U.S.P.Q.2d 1276 (Fed Cir. 
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1987); lu eg Niel^pn, 816 K2d 1567. 2 U.S,P.Q.2d 1525 (Fed. Cir. 1987); In re Keller. 642 
F.2d413(Fed.Cir. 1981). 

In tiiis regard. Applicant notes that the Examiner has provided no objective 
evidence of a suggestion, teaching or motivation lo combine the cited references, as required 
by controniuB law. Specif5cal)y, the Examiner lias not provided appropriate explanation as 
to where the Examiner finds support tor combining Miklos and Egger et al. in relation to 
each claimed combination. Indeed, Applicant submits that no such support exists. As 
stated by the Court of Appeals for the Federal Circuit in In rc Lee . 277 F.3d 1338, 1343, 61 
USPQ2d 12430, 1433 (Fed Cir. 2002): 

'Tlie factual inquiry whether to combine references must be 
thorough and searching." It must be based on objective evidence of 
record. This precedent has been reinforced in myriad decisions, and 
cannot be dispensed with. The need for specificity pervades this 
authority. 

(citations omitted.) According to the Federal Circuit in In re Lee, the factual question of 
motivation to combine for purposes of the obviousness inquiry is material to patentability, 
and can neiflier be resolved on subjective belief and unknown authority, nor stand if 
supported only by conclusory statements. 

Further, obviousness is ngj determined by the application of hindsight, or retrospect, 
witli the knowledge of the Applicant's discovery. Id; See also, Schnell v. Allbright-Nell 
£0,, 348 F.2d444, 447 (7th Cir. 1 965) : In re Nomiva et al , 509 F.2d 566 (CCPA 1975); 
re Lconor, 395 F.2d 801 (CCPA 1968). As articulated by the Federal Circuit in In Re 
Rouffet, 47 U.S.P.Q.2d 1450 (Fed. Cir. 1998), 'the suggestion to combine requirement 
stands a^; a ciilical safeguard against hindsight analysis and rote application of the legal 
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test for obviousness." Id at 1458. Applicant submits that the Examiner's selection and 
combination of references applied in this case is solely with the assistance of hindsight. 

The Office has the burden to go forward and cite a factual bai?is for its legal 

conclusions. E?^ parte Panhasarathv and Ciaoetta . 174 U.S.P.Q. 63 (BdApp. 1971); IflJS 
Rinehart . 531 F.2d 1040, 189 U.S.P.Q. 143, 147 (CCPA 1976); Tn re QfflTOD, 599 F.2d 
1021, 202 U.S.P.Q. 165, 168 (CCPA 1979). See In re Garrett. 33 BNA PTCJ 43 (1986). 
where the Board of Patent Appeals and Interferences criticized the Ejcaminer's statement that 
the proposed modification therein under scrutiny would have been "an obvious matter of 
venturing design choice," In the present case, there is no objective suggestion or motivation 
to combine Miiclos and Eggev, and this rejection cannot stand As such, the obviousness 
rejections of claims 1-20 based on the cited combinations are inappropriate. Applicant 
submits that all claims arc therefore in condition for allowance. 

fndeipendent Claims 1. 3. 1 8. 1 9 an d 20 are Patentable 

Thefc arc many differences between independent claims I, 3, 18-20 and the cited 
references. For example, as discussed with, and agreed by, the Examiner in the Interview 
occuiTing on October 7, 2004, Miklos does not teach claim Ts requirement "wherein the 
displayed search results appear within their respective parent categories." In Miklos, as 
shown m Figure 6» only ''child" files - not search results - are shown in the context of the 
"parent windows." Miklos does not show any search results within their respective parent 
categories. 

The same rationale applies ro claims 3, 18 and 19. which each require graphically 
displaying search results within at least one category icon, and claim 20's requirement of 
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"displaying matching search results in the context of their respective parent categories". 
On tliis basis alone, the rejection of claims 1-20 should be withdrawn and these claims 
allowed. 

MARKED-UP VERSION OF PRIOR PENDING CLAIMS .SHOWING CHANGES 

Below is a marked-up version of prior pending claims 1, 3, 10, 1 1. 13. 17, 19 and 
20, as required by 37 CFR § 1.121 : 

1 . (Amended) A method, for use in a user computer system including a pointing 
device and a visual display unit, for providing a graphical user interface to a computer 
program for displaying search results from a search conducted in a hierarchical data set, 
the method comprising: 

receiving search results from a search query of a hierai-chical data set; [and] 
displaying on a user screen, a graphical representation of search results and^p arent 
categories for gjidLsearch results, wherein [the] individually tgaohicallv displayed search 
results appear in distinct groups within their respective individuallv graphically displayed 
parent categorie s; and 

from the user screen, selec ting a distinct aroun of displayed search results and 
displaivina on the user screen the search results displayed in the selected goun in 
tlic context of such search results ' respective first uncommon level of subcategories, eacl^ 
such subcategory bei ng individuallv ai-apbically represented, wherein such search results 
are individuaMv graphic ally displayed within their respective individually graphically 
displayed first uncommon level of subcategories . 
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3 . (Am-nded) A metliod of presenting seaich results, the method comprising: 
receiving search results from a database; 

organizing at least fifty of t h e received search results by category; and 

graphically displaying [the] such search rcsuhs within at least one category icon, 
each at least' one category icon representing a category to which search results belongi 
- representing the search results displayed within the at least one category icon as 
category member icons: 

distiaauisbing between catesories to which the displayed category member icons 
belong by at least one of shaoe^ color and sound: 

seiectin& a category member icon> and upon selecting the category member icon, 
generating a perceptible exccrpi relating to the search resuU represented bv the selected 
category member icon, the perceptible excerpt including at least one of textual, aural, 
imagei'v or video data: and 

drilling out from a selected category member icon to dK^tlv access the search 
result represented by the selected category member icon. 

10. (Amended) The method of claim 2 [4] wherein the search results includes a 
plurality of data elements, further comprising: 

displaying explicit hierarchical downward path information of a selected data 
clement. 

1 1 . (Amended) The method of claim 1 [1 2], further comprising: 

changing the appearance of a category member icon after the at least one data 
element represented by the category member icon has been accessed. 
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1 3. (Amended) The method of claim 3 [4], ftirther comprising: 

drilling down from a selected category icon to display at least two category icons 
for subcategories of the search results displayed within the selected category icon, and 
displaying sfuch search results within the category icons of the subcategories. 

1 1, (Amended) The method of claim 3 [4], fiirther comprising: 

deriving the numerical relevance rank for a search result from the search rBSult*5 

position widiin a search results list; and 

displaying the search result's numerical relevance rank within the category 

member icon representing the search result. 

1 8. (Amended) A method of presenting search results, comprising: 

receiving search results from a database, each search result having a category 

path, the catcgoiy path of each search result including a parent category and at least one 

lower level category; 

organizing the search results by category; 

graphically displaying the search results within at least one parent category icon, 
the at least ojic parent category icon representing the parent category of search results 
having such parent category in their respective category paths; 

representing each search result displayed within the at least one parent category 
icon as a category member icon; 

distinguishing between categories to which tlie displayed category member icons 
belong by at least one of shape, color and sound; [and] 

from a[t least one] parent category icon, providing access to at least two lower 
level category icons, wherein each [search result] category member icon displayed within 
the [at least one] parent category icon is graphically displayed within a lower level 
category icon : and 
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from a lower level category icon, providing access to at least two further lower 
level caiegQTv icons, wherein eac h category member icon disiilaved within the lower 
level categoEv icon is eraphicallv displa yed within a further lower level category icon. 

19. (Amended) A method of presenting seeirch results, comprising: 
receiving ^arch results from a database; 
orgaijizing the search results by category; 

graphically displayijig the search results within at least one category icon, the 
carcgory icon representing a category to which search results belong; 

representing the search results displayed within the category icon as individual 
categoi7 member icons; (and 

distinrguishing between categories to which the displayed category member icons 
belong by at least one of shape, color and sound] 

upon pointinfi to a caieHorv icon, providing information about the search resuhs 
that are members of the category represented bv the category icon: 

upon pointing to an indi vidual category member Icon, providing information 
about the search result represented thereby: and 

drilling out From a selected in dividual category member icon to directly access the 
search result represented bv the selected individual category member icon. 
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20, (Amended) A meihod of requesting the display of search results based on the 
category paths of the search results, the method comprising: 

under confeol of a client system, displaying a search request window, and in 
response to The entry and selection of a search request, sending the search request to a 

server system; 

under control of the server system, receiving the search request, 
having a search conducted by a search engine, 

writing GUI script software capable of generating every potential 
arrangement of matching web sites in the context of their respective parent 
category and subcategories, and • 

downloading the GUI script software to browser software on the client 
system; and 

under control of the client system, independentl y praphicallv displaying matching 
search lesuits in the context of their respective parent categories, each such parent 
category being independently graphically displayed, and upon the user selecting, with a 
selection dsvice, the graphica l feoresentation of a parent category, displaying the 
matching search results of the selected parent category in the context of their respective 
first unconmion level of snbcatepories . each such first uncommon level of subcategory 
beinfg independently graphically displayed, and upon the user selecting, with a selection 
device, the graphical representation of a first uncommon level of sub category, displaying 
the matchirt^ search results of the sel ected subcategory in the context of their respective 
next uncommon level of subcategories, each such next uncommon level of subcategory 
being independently graphically displayed . 
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AMENDMENTS TO CLAIMS 

In iliis paper, various amendments have been made to certain claims. All such 
claim amendments are voluntary amendments by the Applicant. These amendments were 
made for business reasons, including a strategic business decision to focus the amended 
claims more specifically on particular commercial embodiments of the invention. 

The amendments were not required by the Examiner and were not maide ui response 
to a rejection by the Examiner, to distinguish the invention from any prior art or for any 
reason related to the statutory requirements for a patent (e.g. novelty, non-obviousness, 
patentable subject matter, utility or any requirements of 35 U.S.C. Section 112). Applicant 
■ submits that the pre-amendmcni claims met all the statutory requirements for a patent 

Supporting tJiis fact are the arguments/example reasons for patentability provided above 
based upon the previous claim language. 

CONCLUSION 

In summary, the Examiner rejected claims 1-20 under 35 U.S.C. 103(a) as being 
unpatentable over Miklos in view of Egger et al. In light of the foregoing remarks, 
Applicants submit that all pending claims (claims 1-20) are now allowable, and an early 
notice to thai effect is earnestly solicited. Should a telephone interview help speed up 
resolution of this application, or if die Examiner has any qnesiions or comments 
regarding this conmiunication» a call would be greatly appreciated. 

In ihe Remarks above, Applicant has at various times referred to particular 
aspects of patents cited by the Examiner or certain aspects or language of the pending 
claims, or to one or more distinctions between such patents and claims. It is not intended 
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by mentioning any such aspects and distinctions to create any implied limitations in the 
referenced claims or any oiher pending claims. Such remarks are intended strictly to 
educate the Examiner and are not intended to create estoppel. Furthermore, the Remarks 
above are not to be considered to be exhaustive of the facets of the referenced pendmg 
claims that render such claims patentable, but only examples of features which 
Applicants' Attorney chooses to mention at this time. Tn construing a claim of this patent, 
evaluating a prior art reference or making any comparison of a pending claim to a prior 
art reference, the claim should be construed in iis entirety and compared to the reference 
as a whole. 

Withsrespect to the pending claims, it should be noted that it is Applicants' intent 
not to invoke 35 U.S.C. § 112, If 6 for any of the elements of any of pending claims. Also, 
it should be. understood generally that none of the pending claims are intended to be 
limited to being performed in any particular order or with any particular apparatus. 

If any fees are inadvertently omitted or if any additional fees arc required, please 
appropriately charge those fees to E. Randall Smith, P.C. Deposit Account Number 
501294. 
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